Atty. Dkt. No. APPM/008244/DSM/BCVD/JW 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 

Wang et al. 

Serial No.: 10/799,146 

Confirmation No.: 7933 

Filed: March 12, 2004 

For: Method of Depositing an 

Amorphous Carbon Film for 
Etch Hardmask Application 



MAIL STOP PETITONS 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Dear Sir: 

PETITION TO WITHDRAW NOTICE OF NON-COMPLIANT APPEAL BRIEF 

Applicant submits this Petition to Withdraw the Notice of Non-Compliant Appeal 
Brief to the Petitions Office in response to the Notice of Non-Compliant Appeal Brief 
mailed January 23, 2008. This Petition to Withdraw the Notice of Non-Compliant 
Appeal Brief is believed to be timely since filed by the extended due date of April 23, 
2008, as set by mailing a Notice of Non-Compliant Appeal Brief on January 23, 2008. 
Please charge any additional fees that may be required to make this Petition to 
Withdraw the Notice of Non-Compliant Appeal Brief timely and acceptable to Deposit 
Account No. 20-0782/APPM/008244/KMT. 



§ Group Art Unit: 2813 

§ 

§ 

§ 

§ Examiner: Monica D. Harrison 



CERTIFICATE OF MAILING OR TRANSMISSION 

I hereby certify that this correspondence is being deposited 
with the United States Postal Service with sufficient postage 
as First Class Mail in an envelope addressed to: Mail Stop 
Petitions, Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450, or electronically transmitted to 
the U.S. Patent and Trademark Office via EFS-Web to the 
attention of Examiner Harrison, on the date shown below. 



April 3, 2008 

Date Steven H. VerSteeg 
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Remarks 

On July 13, 2006, the Examiner issued a final office action finally rejecting claims 
1-37. In the response filed November 1, 2006, Applicant proposed canceling claims 1- 
10, 12-19, 21-26, 28-33, 35, and 36 and placing dependent claims 11 and 27 in 
independent form. The scope of the remaining claims was not changed. Nonetheless, 
the Examiner issued an Advisory Action January 19, 2007 stating that the response filed 
November 1, 2006 raised new issues. Applicant filed a notice of appeal on January 16, 
2007. 

Applicant then filed an appeal brief on March 9, 2007. In the appeal brief, 
Applicant argued the final rejection of claims 11, 17, 18, 20, 24, 26, 27, 34, and 37. 
Applicant, in the Summary of Claimed Subject Matter section of the appeal brief, 
summarized claims 11, 17, 24, 26, and 27 (claims 18, 20, 34, and 37 were not 
summarized as they depend from claims 11 and 27), but did not summarize 
independent claims 1, 9, and 22. In the Arguments section of the appeal brief, 
Applicant argued the rejection of claims 11, 17, 18, 20, 24, 26, 27, 34, and 37, but did 
not argue claims 1-10, 12-16, 19, 21-23, 25, 28-33, 35, and 36. 

On April 30, 2007, a first Notice of Non-Compliant Appeal Brief was issued. The 
Notice stated that the appeal brief was defective because the "claimed invention is not 
mapped to independent claims 1 , 9 and 22, which shall refer to the specification by 
page and line number and to the drawings, if any." 

While not agreeing with the Notice, Applicant filed a response to the first Notice 
of Non-Compliant Appeal Brief on May 29, 2007 summarizing independent claims 1, 9, 
and 22 pursuant to M.P.E.P. § 1205.03 (b). 

On January 23, 2008, a second Notice of Non-Compliant Appeal Brief was 
issued. The second Notice stated that "Applicant has not addressed any arguments for 
any of the independent claims; See MPEP 1205.03 [R-3]." 

On March 5, 2008, Applicant's undersigned representative, Keith M. Tackett left 
a voicemail for SPE Carl Whitehead, Jr. regarding the second Notice asking him to call 
back to discuss the second Notice. To date, no call has been received from SPE 
Whitehead, Jr. 
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Applicant's undersigned representative, Keith M. Tackett, spoke with the 
Honorable Dale M. Shaw at the Board of Patent Appeals and Interferences on March 
11, 2008 regarding the requirements for appeal briefs. Judge Shaw stated that he 
reviewed both appeal briefs filed by Applicant and that both appeal briefs are compliant 
although he prefers the appeal brief filed March 9, 2007. Specifically, Judge Shaw 
stated that Applicant is not required to appeal the independent claims, but rather, may 
appeal and argue dependent claims. Additionally, Judge Shaw noted that the Summary 
of Claimed Subject Matter section of the appeal brief preferably maps the broadest 
claims appealed and not the broader independent claims. Judge Shaw agreed there is 
no requirement to appeal and argue the independent claims and there is no requirement 
for the Summary of Claimed Subject Matter section of the appeal brief to map the 
independent claims that are not appealed. 

On March 12, 2008, Applicant's undersigned attorney, Keith M. Tackett, spoke 
with Examiner Monica D. Harrison regarding the situation and described the statements 
made by Judge Shaw. Examiner Harrison stated that she would review the situation 
and call back the following week. To date, no response from Examiner Harrison has 
been received. 

Therefore, in light of Judge Shaw's review of the appeal briefs, Applicant 
respectfully requests both the Notice of Non-Compliant Appeal Brief mailed April 30, 
2007 and the Notice of Non-Compliant Appeal Brief mailed January 23, 2008 be 
withdrawn, and that this appeal proceed with the appeal brief filed on March 9, 2007. 
Applicant further requests a refund of all fees paid as a result of the improper Notices of 
Non-Compliant Appeal Briefs. 



Respectfully submitted, 




Keith M. Tackett 
Registration No. 32,008 
Patterson & Sheridan, L.L.P. 
3040 Post Oak Blvd., Suite 1500 
Houston, TX 77056 
Telephone: (713)623-4844 
Facsimile: (713)623-4846 
Attorney for Applicant 
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